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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF KANSAS

BOB SCHECHER, et al., )
)

Plaintiff, )
)

v. ) Case No. 04-4015-JAR
)

PURDUE PHARMA L.P., PURDUE PHARMA )
COMPANY, PURDUE FRANKLIN )
COMPANY, P.F. LABORATORIES, INC., )

)
Defendants. )

MEMORANDUM AND ORDER  

This matter comes before the Court on defendants’ Motion to Transfer (Doc. 11), plaintiff’s

Motion to Remand (Doc. 16) and defendants’ Motion to Stay (Doc. 41).  Defendants Purdue Pharma,

L.P., Purdue Pharma Company, Purdue Frederick Co.,1 and P.F. Laboratories, Inc. seek transfer of

this case to the Southern District of New York.  Plaintiff Bob Schecher opposes transfer and has filed a

Motion to Remand the case to state court for lack of subject matter jurisdiction. Additionally,

defendants have filed a Motion to Stay plaintiff’s remand motion, pending resolution of the motion to

transfer.  For the reasons stated below, defendants’ motion to transfer is granted, plaintiff’s motion to

remand is denied, and defendants’ motion to stay is denied.

I. Background

 This antitrust litigation was originally filed by plaintiff in the District Court of Shawnee County,
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Indeed, plaintiff quotes from the opinion issued in the case in his Complaint.
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Purdue Pharma L.P., v. Endo Pharm., Inc., 2004 WL 26523 (S.D.N.Y. January 5, 2004).
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Kansas, on January 13, 2004, as a class action on behalf of all persons or entities in the United States

who purchased OxyContin®  other than for re-sale or distribution from 1995 to the present.  Plaintiff

also sought to represent a subclass of individuals within Kansas who purchased OxyContin®.  In his

Complaint, plaintiff asserts violations of the Kansas Restraint of Trade Act, K.S.A. §§ 50-101, 50-112

and 50-117.  Plaintiff alleges that Defendants “fraudulently obtained” its patents and relied on those

fraudulently obtained patents “to thwart generic competition for OxyContin®” and that, as a result,

plaintiff Bob Schecher and the other members of the class paid more for OxyContin®  than they would

have paid if generic competitors had been allowed to enter the market. 

This action follows on the heels of a separate, but related patent action2 in the United States

District Court for the Southern District of New York that defendants brought against Endo

Pharmaceuticals (Endo).  Following an eleven-day bench trial, Judge Stein issued a memorandum

opinion holding that Endo’s products infringed upon defendants’ OxyContin® Tablets, but that the

patents were unenforceable due to defendants’ inequitable conduct before the U.S. Patent and

Trademark Office (PTO).3  Further, in its answer to the patent action, Endo asserted antitrust counter-

claims and alleged, among other things that defendants had monopolized the market.  Fact discovery on

the antitrust counterclaims is complete and expert reports have been exchanged, but the counterclaims

have yet to be substantively resolved.

Plaintiff’s case is not the only related case which followed the New York decision.  On

April 22, 2004, the Judicial Panel on Multidistrict Litigation entered a Transfer Order which
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Defendants have informed the Court that, at the latest tally, fifty-five related actions have been filed.
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consolidated two actions filed in the District of Connecticut with similar actions pending in the Southern

District of New York.  The Order states that in addition to the consolidated actions, forty-one related

actions have been filed.4  Twenty-three of these actions are pending in the Southern District of New

York and eighteen actions are pending in other districts, including “one action . . . in the . . . District of

Kansas.”  Though the Transfer Order does not identify the “one action” pending in the District of

Kansas by docket number, the Panel’s reference was surely to this case, because this case was the

only Kansas case included in a list of eighteen related matters pending in judicial districts, which the

Panel notified the Court of in mid-March.  The Order indicated that “these and any other related

actions will be treated as potential tag along actions.”  To the Court’s knowledge, the Panel has yet to

issue a transfer order in this case.

II. Discussion

Defendants contend that the Court should transfer this case to the Southern District of New

York and stay plaintiff’s motion to remand to allow Judge Stein to resolve the remand issues in all the

removed cases simultaneously.  Conversely, plaintiff asserts that the threshold jurisdictional issue raised

by the remand motion should be addressed before the motion to transfer venue, and that the motion to

stay is without merit.  

The venue statute, 28 U.S.C. §1404(a), does not vest courts with unlimited power to transfer a

civil action to any federal district; rather, § 1404(a) limits transfer of a civil action to “any other district
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or division where it might have been brought”5  A district or division is one where the action “might have

been brought” if, among other things, when the action began the proposed transferee district court

would have had subject matter jurisdiction over the action.6  Because a court may only transfer a case

to a venue where the case could have been brought originally, this Court must necessarily address

plaintiff’s contention that subject matter jurisdiction is lacking before reaching the motion to transfer.  

A.  Motion to Stay

Although defendants suggest that it would more efficient to stay plaintiff’s pending remand

motion to allow Judge Stein to rule on the remand issues at once, the Court disagrees.  Judge Vratil

recently addressed this precise issue and determined:

While staying the proceedings might allow a single district court to rule on the
jurisdictional issue in the various cases, a stay would not affect the law that applies to
the present case and little would be gained by a stay of decision on the motion to
remand.  The parties would still be subject to Kansas law.  No great judicial economy
will be realized from a delay.  The parties will not save time, for they have already
briefed the remand issue. The Court is well versed in both Kansas and federal law,
while the transferor court would need to apply the law of different states to different
claims.  For purposes of judicial economy, the jurisdictional issue should be resolved
immediately.  If federal jurisdiction does not exist, the case can be remanded before
federal resources are further expended. In the Court’s view, judicial economy dictates
a present ruling on the remand issue.7 

The Court agrees that there is no benefit to be gained from staying the remand motion.
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B.  Motion to Remand 

Plaintiff alleges that defendants illegally removed this action and that remand is proper because

this court lacks subject matter jurisdiction.  A civil action is removable only if plaintiffs could have

originally brought the action in federal court.8  The Court is required to remand “[i]f at any time before

final judgment it appears that the district court lacks subject matter jurisdiction.”9  Because federal

courts are courts of limited jurisdiction, the law imposes a presumption against federal jurisdiction.10 

The rule is inflexible and without exception, and requires a court to deny its jurisdiction in all cases

where such jurisdiction does not affirmatively appear in the record.11  Accordingly, the Court must

strictly construe the federal removal statute.12 

Defendants allege that federal subject matter jurisdiction exists because plaintiff’s claims arise

under federal patent law creating federal question jurisdiction, diversity jurisdiction is present, and

plaintiff’s claims are completely pre-empted by ERISA. 

1. Federal Question Jurisdiction

Plaintiff argues that he has pleaded only state law claims that do not arise under federal law;

consequently, federal question jurisdiction is lacking.  On the other hand, defendants claim federal

jurisdiction is proper because plaintiff’s claims “necessarily depend on resolution of a substantial
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question of patent law” and each of plaintiff’s factual allegations can only be resolved as a matter of

federal patent law.

Federal district courts have original federal question jurisdiction over “all civil actions arising

under the Constitution, laws, or treaties of the United States.”13  Additionally, district courts have

exclusive original jurisdiction over actions “arising under any Act of Congress relating to patents . . . .”14 

The Supreme Court uses the same standard to evaluate the “arising under” language in both §§ 1331

and 1338(a),15 that is, “[t]he presence or absence of federal- question jurisdiction is governed by the

well-pleaded complaint rule, which provides that federal jurisdiction exists only when a federal question

is presented on the face of the plaintiff's properly pleaded complaint.”16  A defense is not part of a

plaintiff’s well pleaded statement of his claim.17  Thus, “a case may not be removed to federal court on

the basis of a federal defense . . . even if the defense is anticipated in the plaintiff’s complaint and even if

both parties admit that the defense is the only question truly at issue in the case.”18

Under the well-pleaded complaint rule, the plaintiff as “master of his complaint,” can generally

control the possibility of removal by asserting only state law claims in the complaint.19  Consequently,
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the majority of federal cases will be those in which “federal law creates the cause of action.”20  A

corollary rule, however, provides that “a plaintiff may not defeat removal jurisdiction by omitting to

plead necessary federal questions in a complaint.”21  “Even though state law creates [a party’s] cause of

action, its case might still arise under the laws of the United States if a well-pleaded complaint

established that its right to relief under state law requires resolution of a substantial question of federal

law.”22  Thus, “[m]erely because a claim makes no reference to federal patent law does not necessarily

mean that the claim does not arise under patent law.”23  However, jurisdiction does not exist if only one

of plaintiff’s alternate theories for its claim requires resolution of a federal question.24

Defendants argue that plaintiff’s claims require the resolution of substantial questions of federal

patent law because all of plaintiff’s allegations are based on defendant’s conduct in obtaining and

enforcing their patent rights.  In his Complaint, Plaintiff refers to two types of misconduct by defendants:

that defendants made material misrepresentations to the PTO to fraudulently obtain the patents, and that

defendants sued for patent infringement, relying on the “fraudulently obtained patents to thwart generic

competition.”  These allegations are the basis of the plaintiff’s state law claims that defendants engaged

in misconduct to create an unlawful trust in restraint of trade and to obtain and enforce a monopoly.  

Plaintiff’s complaint demonstrates that he cannot prove his state law claims without resolving
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substantial questions of federal patent law.25  The alleged submission of misrepresentations to the PTO

to fraudulently procure patents necessarily involves questions of patent law, including what information

the patent applicant had a duty to disclose and what information was material to the patent

application.26  Similarly, the allegation that defendants “relied on its fraudulently obtained patents to

thwart generic competition” through litigation necessarily turns on questions of federal patent law

because the allegation depends on what constitutes a fraudulently obtained patent under federal patent

law.27  Thus, the sole assertions in plaintiff’s well-pleaded Complaint to support his charge of an

unlawful trust and a monopoly depend on whether defendants fraudulently obtained the OxyContin®

patents.

After asserting that his case involves only state law antitrust claims and is divorced from federal

patent law, plaintiff curiously suggests that “the patent issues the defendants claim require resolution

here have already been resolved by Judge Stein . . . who, after conducting a bench trial, issued a
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lengthy opinion including detailed findings of fact that Defendants obtained their patents for

OxyContin® by fraud.”  However, Judge Stein did not conclude that defendants fraudulently obtained

their permits.  Instead, Judge Stein analyzed whether the patents were infringed and whether the

equitable defense of inequitable conduct barred enforcement of those patents.  Fraud on the PTO is

distinct from mere inequitable conduct because a fraud finding requires “higher threshold showings of

both intent and materiality than does a finding of inequitable conduct.”28  Indeed, “[f]ederal patent law

bars the imposition of liability for conduct before the PTO unless the plaintiff can show that the patent

holder’s conduct amounted to fraud or rendered the patent application process a sham.”29  By pleading

fraud in the PTO process and reliance on fraudulently obtained patents as his only basis for an alleged

unlawful restraint of trade and a monopoly, plaintiff has raised substantial questions of federal patent law

which have not yet been resolved.  Thus, plaintiff’s own assertions serve to strengthen the case for

federal question jurisdiction.

Finally, plaintiff argues that Aetna U.S. Healthcare v. Hoechst Aktiengesellschaft30 dictates

that his case be remanded to state court for lack of federal subject matter jurisdiction.  However, Aetna

is clearly distinguishable from the instant case.  In Aetna, the defendant branded drug manufacturer had
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previously brought a patent infringement suit against a proposed generic manufacturer, which then

brought antitrust counterclaims.31  Before the court came to resolve the patent infringement issue, the

generic and branded manufacturer entered into a stipulation agreement, by which the generic

manufacturer agreed to drop its counterclaims in the patent infringement suit in return for quarterly

payments of $10 million, and to diligently prosecute its claim for FDA approval and assert its right as

first in line against other potential producers of generic drugs.32  Subsequently, the two drug

manufacturers did not actively pursue the patent infringement suit and the generic drug manufacturer did

not begin to sell its generic product.33  Producers of competing generic products were thus barred from

entering the market and unable to compete.34  On behalf of a class of Kansas plaintiffs, Aetna filed suit

in state court alleging that the branded and generic manufacturers had harmed members of the public by

preventing production of a lower-cost generic drug.35

The Aetna court held that plaintiff’s complaint did not raise substantial issues of federal patent

law because “plaintiffs . . . do not seek to litigate the validity of the [] patents.”36  The court reasoned

that “plaintiffs’ claims do not depend on whether the patents were valid,” because plaintiffs allege only

that the drug manufacturer “had an impure heart when it filed [the patent infringement] suit.”37 
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Additionally, the court noted that “regardless [of] whether the patent is valid, plaintiffs allege that

defendants committed other acts of unfair competition – such as the stipulation agreement.”38  In this

case, however, plaintiffs claims require litigation of the validity of the patents.  Indeed, plaintiff rests his

unfair competition and monopoly claims on the fact that defendants “fraudulently obtained” the patents

and “relied on the fraudulently obtained patents” to thwart generic competition, issues of federal patent

law.  Nor are allegations of other acts of unfair competition present, such as a stipulation agreement, as

in Aetna.  For all of these reasons, Aetna is not controlling.

Because the Court concludes that federal question jurisdiction is present, it need not address

whether diversity of the parties or ERISA preemption might also confer subject matter jurisdiction.

B.  Motion to Transfer Venue 

In addition to arguing that this case belongs in federal court, defendants suggest that transfer to

the Southern District of New York is appropriate.  The purpose of 28 U.S.C. § 1404(a) is to permit

easy change of venue within a unified federal judicial system.39  Pursuant to § 1404(a), a court may

transfer a case to any other district or division where it might have been brought originally for “the

convenience of parties and witnesses” and “in the interest of justice.”40  The Panel’s reference to this

action as a potential tag-along action in its Transfer Order does not limit the Court’s power to enter

further procedural orders, including a motion to transfer.41  But, the party seeking the transfer bears the
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burden of demonstrating that transfer is appropriate and that the balance of considerations tilts strongly

in its favor.42  

The decision whether to grant a party’s motion to transfer is within the sound discretion of the

district court.43  A court has the discretion under § 1404(a) to adjudicate transfer motions according to

an individualized, case-by-case consideration of convenience and fairness.44  Among the factors to be

considered by a court are:

the plaintiff's choice of forum; the accessibility of witnesses and other sources of proof,

including the availability of compulsory process to insure attendance of witnesses; the
cost of making the necessary proof; questions as to the enforceability of a judgment if
one is obtained; relative advantages and obstacles to a fair trial; difficulties that may
arise from congested dockets; the possibility of the existence of questions arising in the
area of conflict of laws; the advantage of having a local court determine questions of
local law; and, all other considerations of a practical nature that make a trial easy,
expeditious and economical.45   

In considering a motion for transfer, “the trial court is called upon to carefully weigh the competing

equities relied upon by the parties for changing the place of trial.”46

The Court concludes that the balance of equities favors transferring this case to the Southern

District of New York because any inconvenience caused to the plaintiff by transfer is far outweighed by
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the interest of justice, and plaintiff’s choice of forum is not entitled to blind deference.

1. The Interest of Justice 

The interest of justice clearly favors transfer.  First, the allegations of plaintiff and those at issue

in the pending patent litigation are closely related. “The pendency of related litigation in another forum is

a proper factor to consider in resolving choice of venue questions.”47  Plaintiff argues that defendants

used fraudulently obtained patents to thwart generic competition for OxyContin®, issues that overlap

significantly with matters already heard before Judge Stein in the patent case.  Moreover, this case

raises nearly identical issues to those raised in Endo’s antitrust counterclaims.  Namely, Endo claimed,

inter alia, that defendants wrongfully enforced its patents and attempted monopolization, just as plaintiff

now claims defendants attempted to stymie competition through fraudulently obtained patents.  

In addition, this action raises legal and factual issues that are related to forty other actions

pending in federal court, all of which the Judicial Panel on Multidistrict Litigation has termed “potential

tag-along actions.”  By definition, “[a] tag-along action refers to a civil action pending in a district court

and involving common questions of fact with actions previously transferred under Section 1407.”48 

Because of the similarities in this action and other pending actions, transfer to the Southern District of

New York is warranted to both facilitate the interest of justice and avoid inconsistent results.  Indeed,

were this Court not to transfer the case, “two different federal district courts would be simultaneously

litigating claims involving virtually the same parties and the same issues, certainly not a desirable

outcome from the standpoint of either judicial efficiency or convenience to the parties and witnesses.”
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Albeit unsuccessfully, plaintiff attempts to distinguish this case from those cases already pending

in the New York court in a bid to avoid transfer.  First, plaintiff argues that “none of the cases pending

in the S.D.N.Y. assert claims under Kansas law on behalf of indirect purchasers of OxyContin® in the

State of Kansas.”  But, this argument is simply incorrect as plaintiff’s class is the same as eighteen

purported classes of indirect purchasers pending in the Southern District of New York.  In addition,

plaintiff states that the pending New York cases do not support transfer because they “allege violations

of federal antitrust law, not Kansas state law.”  However, a number of the cases currently pending in

the Southern District of New York expressly include claims under the same Kansas law that plaintiff

invokes.  Hence, plaintiff’s argument only bolsters the reasons for transfer.

For the same reason, plaintiff’s argument that the Kansas courts’ familiarity with Kansas law

weighs against transferring this case to New York fails.  This Court has already determined that

plaintiff’s well-pleaded case raises substantial issues of federal patent law, giving federal courts

exclusive jurisdiction over plaintiff’s claims.  Thus, the only remaining decision is whether this Court or

Judge Stein, who is intimately familiar with the facts upon which this case is based, is best equipped to

resolve plaintiff’s claims.  Because cases invoking Kansas law are currently before the New York

court, Judge Stein is already familiar with Kansas law.  In any event, the Court is confident Judge Stein

can properly apply Kansas law.

2.  The Convenience of the Parties and Witnesses

The Court finds that because nearly all the events giving rise to the Complaint occurred in New

York, the convenience of the parties and witnesses would be best served by transferring this case to the

Southern District of New York.  Defendants have no facilities in Kansas, and no witnesses with
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knowledge of the prosecution of the patents are located in Kansas.  Rather, OxyContin® was

developed and the patents were prosecuted in New York and Connecticut.  Moreover, all of the

defendants’ witnesses who testified in the previous patent infringement lawsuit reside in the New York

metropolitan area and are within the Court’s subpoena power.49  Although plaintiff alleges that his

Complaint pertains to defendants’ conduct in Kansas, the root of his Complaint stems from the

defendants’ reliance on the fraudulently obtained patents to thwart competition and the effect such

monopolization had upon the Kansas market, which are both inexorably linked to the New York

litigation.   

3.  Plaintiff’s Choice of Forum

The Court must normally give great weight to a plaintiff’s choice of forum.50  However, when a

plaintiff is a class representative, that weight is diminished and factors other than plaintiff’s choice must

necessarily take on increased significance.51  The weight accorded a  plaintiff’s choice of forum is also

reduced when the plaintiff does not reside in the forum.52   Additionally, when the facts giving rise to a

lawsuit have no material relation or significant connection to plaintiff's chosen forum, plaintiff's choice of

forum is given reduced weight on motion to transfer.”53

 Plaintiff chose Kansas as his forum and the Court must give some deference to his choice, but
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this deference need not be blind.  Plaintiff brings this action as a class representative so the weight

normally given to his choice of forum is diminished.  Moreover, while plaintiff resides in Kansas, he

seeks to represent a nationwide class of plaintiffs in his lawsuit.  According to plaintiff’s Complaint,

“there are hundreds of thousands of members of the Class and the Kansas Class who are

geographically dispersed throughout Kansas and the United States.”  Furthermore, the facts giving rise

to this lawsuit, i.e, the fraudulent procurement of patents, occurred in New York and Connecticut, not

Kansas so that such facts have no significant connection to plaintiff’s chosen forum other than the fact

that plaintiff is a Kansas resident.  Thus, the Court concludes that the balance of equities, even after

taking into account plaintiff’s choice of forum, require that this case be transferred to the Southern

District of New York.

IT IS THEREFORE ORDERED BY THE COURT THAT defendants’ Motion to

Transfer (Doc. 11) is GRANTED.

IT IS FURTHER ORDERED BY THE COURT THAT plaintiff’s Motion to Remand

(Doc. 16 ) is DENIED.

IT IS FURTHER ORDERED BY THE COURT THAT defendants’ Motion to Stay

(Doc. 41) is DENIED.

IT IS SO ORDERED.

Dated this   6th   day of May, 2004.

   S/ Julie A. Robinson         

Judge Julie A. Robinson
United States District Court


